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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

SUMEET UK, LTD. and

SUMEET APPLIANCES PRIVATE
LIMITED

Opposition No.: 91236186
Opposers,
App. Ser. No.: 87162197

Mark: SUMEET
SUMEET RESEARCH AND HOLDINGS
PRIVATE LIMITED

N N’ N N N N N N N N N N N

Applicant.

DECLARATION OF VIVEK PRAKASH MATHUR

[, Vivek Prakash Mathur, declare as follows:

1. I am over the age of eighteen, suffer no legal disabilities, and am competent to testify.

2. | am the Director o6 XPHHW 5HVHDUFK DQG +ROGLQJY 3ULYDWH

3. As part of my responsibilities, | am familiar with the SUMEET trademark, ownership
thereof, Indian trademark Registration Nos. 574504, 574506, 574508 and 263836,
actions taken by Sumeet Appliances Private Limitetd$ S S O L D @& laVits
predecessors+interest to take ownership of these registrations and the documents

used by Appliances in taking ownership of these registrations.



4. Research is the owner of the SUMEET trademak- V H Dpddel&cgssoin-interest
was the original owner of Indian Registrations Nos. 574504, 574506, 574508 and
263836 3,QGLDQ 5HJLVWUDWLRQV’

5. In 2008, Appliances and / 08 S S O L b rédddéssan-interest Sumeet Machines
Ltd and/or Sumeet Machines Pvt. Ltd filed requests before the Indian Trade Marks

Registry to have these registrations transferred in their name.

6. In the cases of Indian Reg. Nos. 574504, 574506 and 574508, this transfer was by
virtue of alleged assignments deeds including, without limitation, an assignment in
WKH 3 $VVLIQPHQW"

7. These assignments were never actually executed by Research: the 1992 Assignment
relied upon by the Opposers is an invalid document bearing forged signatures of Mr.

S. P. Mathu# the then Director of Research and/or its predecessoterest.

8. Research has initiated rectification proceedings with respect to the Indian

Registrations which are currently pending before the IPAB.

9. The rectification petitions are alive and have not been withdrawn or terminated and no
orders adverse to Research in these proceedings have been issued.

| declare under penalty of perjury under the laws of the United States of America that the

foregoing is true and correct.

Executed on 19day of December, 2017, at Mumbai, Maharashtra, INDIA.

By:

Vivek Prakash Mathur
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BEFORE THE INTELLECTUAL PROPERTY APPELLATE BOARD
APPLICATION FOR REMOVAL / RECTIFICATION

ORA No. 1759 OF 2017

IN THE MATTER OF:
Sumeet Research and Holdings Private Limited ...Applicant
Versus
Sumeet Appliances Private Limited & Anr. - ...Respondents
MEMO OF PARTIES

IN THE MATTER OF:

Sumeet Research and Holdings Private Limited

601-E, Poonam Chambers,

Shivsagar Estate, Annie Besant Road

Wotli, Mumbai — 400018

Maharashtra ...Applicant

Versus

1. Sumeet Appliances Private Limited _

Shop No. 1, 2, 3 Kankai Kripa Coop. HSG Soc.

Bosiwali West, Mumbai — 400092

Maharashtra ...Respondent No.1
2. Registrar of Trade Marks, Chennai

IP Building, GST Road, Guindy,

Chennai — 600032

Tamil Nadu ' ...Respondent No.2
Dated: 27" July 2017 Through X/‘/
RAHUL BERUAR
CLASIS LAW

Advocates/Attorney for the Applicant
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BEFORE THE INTELLECTUAL PROPERTY APPELLATE BOARD
APPLICATION FOR REMOVAL / RECTIFICATION

ORA No. 1759 OF 2017

IN THE MATTER OF:

Sumeet Research and Holdings Private Limited ...Applicant
Versus
Sumeet Appliances Private Limited & Anr. ...Respondents
- L. Name of Applicant : Sumeet Research and Holdings

Private Limited

2. Address : 601-E Poonam Chambers,
Shivsagar Estate, Annie Besant

Road, Worli, Mumbai — 400018

3. Name of Counsel and Clasis Law
address | Dr. Gopal Das Bhawan, 14" Floor
28, Barakhamba Road

New Delhi — 116001
Ph No.: 011 42130000 (Office)
+91 9910044787 (Mob.)

E: Rahul.Beruar@eclasislaw.com
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4.  Name(s) of Respondent : i) Sumeet Appliances Private Limited

(s) with address

5. Relief claimed and

relevant Sections

6. Particulars of '
parallel or collateral

proceedings.

Shop No. 1, 2, 3 Kankai Kripa
Coop. HSG. Soct. Boriwali West,
Mumbai-400092 Maharashtra

...Respondent No. 1

ii) Registrar of Trade Marks, Chennai

IP  Building, GST Road, Guindy,

Chennai — 600 032

...Respondent No. 2

Rectification of enfry with respect
to the registered trade mark being

Trade Mark No. 263836 be rectified
to exéunge the Respondent No. 1 -
Sumeet Appliances Private Limited
as the registered proprietovr and
related reliefs under Section 57 and
Section 125 of Trade Marks Act |

1999.

iy Commercial Suit No. 310 of 2017

titled “Sumeet Research and Holdings
Private Limited v. Dilip Kumar Jain
& Ors.” pending before Bombay High

Court;



7.  In application for
rectification Trade

Marks (details of

 impugned trade mark.
/ logo, if any, date of
advertisement, date of
registration (if

{available)

]

8. Details of Trade Mark, :

if any applied /
registered in the name

of Applicant herein

ity Suit (L) No. 406 of 2016 titled
“Sumeet Appliances Private Limited
v. Aishwarya Industries & Ors.”
pending before Bombay High Court;

iiiy ORA No. 233/2014 pending

before IPAB.

Trade Mark No. 263836 in Class 7
filed on and regéétered since 18™

April 1970 for the mark *
ﬁ i B

Trade Mark Journal Ne. 521-0

, advertised in

dated 16" February 1971
and registered vide Certificate

No. 102519 dated 7" Aungust 1971.

Trade Mark Ne. 263836 in Class 7
filed on and registered since 18"

April 1970 for the mark ¢

Trade Mark Journal No. 521-0

.’, advertised in

dated 16" February 1971 and
registered vide Certificate No.
102519 dated 7" August 1971 and
various other trade mark

registrations details whereof has



been  shared in  paragraph

hereinbelow.

Facts of Case The Applicant has, for the ease of

ee

‘ ' reference of the Hon’ble Tribunal
summarized the facts in the form of
a Syunopsis and List of dates first in
paragraph 9.1 hereinbelow and
thereafter  submitted  detailed
factual background of the present
¢ase in paragraph 9.2 which are as

follows:
SYNOPSIS AND LIST OF DATES

We, Sumeet Reséarch and Holdings Private Limited having
Registered Office at 601-E Poonam Chambers, Shivsagar Estate, Dr.
Annie Besant Road, Worli, Mumbal — 400 018 (hereinafter referred
to as ‘Applicant’ hereby file the present application for rectification

of the above mentioned registered Trade Mark No. 263836 in Class

7 filed on 18" April 1970 for the mark °
(hereinafter -referred to as ‘subject mark’) and registered vide
Certificate No. 102519 dated 7" August 1971 (hereinafter referred to
as the ‘subject Trade Mark registration’) and state that the present
Registered Proprietor on record as on date i.e. ‘Sumeet Appliances
Private Limited’. be .expunged from the Register of Trade Marks as

the Registered Proprietor and ‘Sumeet Research and Holdings Private



Limited’ be reinstated as the Registered Proprietor of the subject

Trade Mark registration.

SL Date Particulars
No.
a) 1963 Mrs. Madhuri Mathur adopted and started
using the word mark ‘SUMEET’ in respect
. of Domestic Kitchen Machine.
b) 1% January Mrs. Madhuri Mathur conceived and
. 1964 started ﬁsing the subject mark ¢
c) 18" April Mrs. Madhuri Mathur (trading as Power
1970 Control Appliances Co.) filed application
for registration of the subject mark in Class
7.
d) | 7" August | Certificate of Registration issued for the
1971 subject mark in the name of Mrs. Madhuri
Mathur with effect from 18" April 1970.
e) 1™ January Subject mark along with the goodwill
1981 assigned by Mrs. Madhuri Mathur in favour
of Applicant ie. Sumeet Research and
Holding Private Limited.
f) 5% Sumeet  Machines  Private  Limited
September incorporated for selling larger machines
1984 such as washing machines and vacuum
' cleaners.
g) 1990 Sumeet Machines Private Limited started

manufacturing Mixer Grinders identical to

those of Applicant under Applicant’s




subject mark without any authorization

from Applicant.

Civil Suit filed before Hon’ble Madras

h) 1992
High Court by the Applicant - Sumeet
Research and Holding Private Limited and
Power Control Appliances Co., seeking
injunction against Sumeet Machines Private
Limited from unauthorized use of the
subject mark in respect of Mixers and
Grinders.
1} 29" April Learned Single Judge of Hon’ble Madras
1692 High Court dismissed the Applicant’s
4 application for injunc;tive reliefs.
D 9% ‘Sumeet  Machines Private  Limited’
February changed to ‘Sumeet Machines Limited’
1993
k) 26" Division Bench of Hon’ble Madras High
February Court dismissed the Appeal filed by the
1993 Applicant against the Order dated 29 April
1992 of the Single Judge of Hon’ble
‘ Madras High Court.
) 8" Hon’ble Supreme Court set aside the
‘ February judgement of the Division Bench of
1994 Hon’ble Madras High Court and restrained
Sumeet Machines Limited from using
subject mark and referred the matter back
to Hon’ble Madras High Court for trial.
m) | 6" Applicant filed Contempt Petition before
February Hon’ble Supreme Court, for non-
1995 |

compliance of Hon’ble Supreme‘Court’s




Order dated 8" February 1995 as Sumeet
Machines Limited continued to use the
subject mark despite the injunction

operating against it.

The Apex Court held Sumeet Machines
Private Limited to be in violation of its
Order dated 8" February 1994 and directed
the Excise Authorities to not clear food
processors, mixer grinders and blender
grinder in the name of ‘Sumeet’
manufactured and marketed by Sumeet
Machines Private Limited. Further, upon
request Power Control Appliances Co and
Sumeet Research and Holdings Private
Limited agreed to buy the stock of mixer
grinders and food processors already
manufactured by Sumeet Machines Private

Limited.

n) 29" | Memorandum of Compromise between
January Applicant and Sumeet Machines Limited
1997 recorded in the Compromise Decree in CS

No. 1465 of 1992 before Hon’ble Madras
High Court. Sumeet Machines undertook
never to claim any right in respect of
‘SUMEET’ Trade Marks (Application Nos.
550238 to 550262), refrain from using the
‘Sumeet’ trademarks and passing off,
abandon Application Nos. 550238 to
550262. Also undertook not to file any
fresh application for ‘SUMEET’ marks and
not oppose any registration in favour of

Applicant or its sister concerns.




16" May
2008

Sumeet Machines Private Limited filed a
request on TM 33 in respect of subject
Trade Mark registration to amend the name
of the registered proprietor to Sumeet
Machines Private Limited i.e. request for
substitution of its own name as the
registered  proprietor by virtue of
Incorporation  Certificate  dated 21"
December 1992.  Subsequently, on the
same date request was filed to change the
name of the registered proprietor changed
from Sumeet‘ Machines Private Limited to
Sumeet Machines Limited by virtue ‘of
Incorporation Certificate dated 9" February
1993,

Additionally, a request was also filed to
take on record Sumeet Appliances Private
Limited as the registered proprietor by
virtue of a deed of assignment dated 28"
April 2008 and supplementary assignment
deed dated 17" September 2008.

p)

241]1
Oct_ober
2008

Learned Registrar passed Orders allowing
change of name from Applicant. i.e Sumeet
Research and Holdings Pvt Ltd. to Sumeet

Machines Private Limited, then to Sumeet

Machines Limited and subsequently took

on record the assignment from Sumeet
Machines Limited to the Respondent No. 1
1.e. Sumeet Appliances Private Limited. As
on date, the Respondent No. 1 therefore is
treated as the registered proprietor of the

subject Trade Mark registration.

Q)

7% March,

Mr. S P Mathur passed away.




2009

10°
February
2009

Applicant - Sumeet Research and Holdings
Private Limited filed a request for
mformation related to history and chain of
title of subject Trade Mark registration

under the Right to Information Act, 2005.

10" March
2009

»

PIO Mr. U. L. Barve sent a reply to the

above mentioned request for information

which captured the assignment from Mrs.
Madhuri/Power Control  to =~ Sumeet
Research and Holdings Private Limited by
virtue of assignment, then to Sumeet
Machines Private Limited and thereafter to
Sumeet Machines by virtue of the change
of name, thereafter to Sumeet Appliances
Private Limited by virtue of the forged

assignment deed.

)

2" July
2011

Mr. Vivek Mathur, Director of Applicant
and younger son of Mr. S P Mathur and
Mrs. Madhuri Mathur filed a complaint
against Mr. Ajay Mathur at Gamdevi Police
Station, for forging Mr. S. P. Mathur’s
signature in the Deed of Assignment dated
21% December 1992 and Mrs. Madhuri
Mathur’s signature on certain documents
trying to fraudulently acquire certain rights

and interests in their property.

2014

ORA 233 of 2014 filed by Dilip Kumar
Jain, Proprietor of ‘Manibhadra Indusiries’
and ‘Sumeet Engineering Works’ against

egistrar of Trade Marks, Respondent, No.
I Sumeet Machines Limited, inter alia, for
removal/rectification of Trade Mark No.

263836 on the ground that the assignment

{0



9.2

9.2.1

of the subject mark from Sumeet Machines
Limited to the Sumeet Appliances Private
Limited — the Respondent No. 1 is invalid
on account of Sumeet Machines Limited
being under liquidation and its assets being

under the control of the Official Liquidator.

V) 16" A;‘)ri} The Respondent No. 1 filed a suit before
2016 the Bombay High Court against Applicant’s
sister concern M/s Sieflex Sumeet Home
Automation Private Limited and certain
other entities for infringement of the
subject Trade Mark registration which the
Respondent No. 1 had itself usurped
fraudulently from Applicant. The said suit
1s presently pending before the Hon’ble

Court.

3

DETAILED FACTUAL BACKGROUND

It is humblyl stated that the brand ‘SUMEET’ was conceived and

adopted by Mrs. Madhuri Mathur for branding of her Mixer Grinders |

‘being produced in her proprietary concern M/s Power Control &

Appliances Company (hereinafter referred to as “Power Control”).
The brand SUMEET stands for Su — Good, Meet — Friend (Sumeet
means Good Friend) in Bengali language and was seen by her as a
correct choice for “Good Friend”. Mrs. Mathur adopted the stylised
and artis‘;ic manner in which the word SUMEET is written in respect

of mixing machines (electric) for kitchen use.

&



9.2.2 The Applicant -'Sumeet Research and Holdings Private Limited had
been incorporated by Mrs. Madhuri Mathur and her husband Mr. S. P.
Mathur On 23™ August 1980 under the Companies Act 1956 and since

then has been engaged in the manufacturing of world renowned

kitchen mixers and grinders, infer alia.

9.23 Mrs. Mathur established the business under the ‘SUMEET’ Brand
through Power Control. Mr. S P Mathur, husband of Mrs, Madhuri
Mathur, was an exceptionally good engiﬁeer and designed the mixer

,

grinder under the brand name ‘SUMEET’ which revolutionized the
concept of mixers and grinders in the Indian kitchen. The said mixer
grinders were marketed since 1964 under the brand name of
“SUMEET” by Mrs. Mathur through Power Control. The mixers and
grinders were pac:kéd in a cardboard box and at’the top was an image
of the appliance. The said package was also accompanied by a booklet
bearing the title ‘Sumeet Domestic Mixer-Operating Instructions and
Recipe Book’ and a Guarantee Card.

¢

9.2.4  On 1" January 1964, Mrs. Madhuri Mathur conceived and adopted the

subject mark, " with a view to further lend
distinctiveness to the products manufactured and marketed under the
‘SUMEET” brand. Further, on 18" April 1970, Mrs. Madhuri Mathur

(trading as Power Control Appliances Co.) applied for registration of

¢ N p)

the subject mark vide Application No.
TN : o hi lectric) for kirch ,
o 20N 263836 in respect of ‘mixing machines (electric) for kitchen use’ in

Class 7 with 2 use claim since 1% of January 1964. The said mark

}




9.2.5

was advertised in Trade Marks Journal No. 521 dated 16%
February 1971 and subsequently registration was granted in favour
of Mrs. Madhuri Mathur (trading as Power Control Appliances

Co.) vide Certificate No. 102519 dated 7™ August 1971.

Mrs. Madhuri Mathur and Mr. S P Mathur had three children — Mr.
Aja;/ Mathur, Mrs Arti Premjee and Mr. Vivek Mathur. In view of the
growing business, Mrs Madhuri‘ Mathur and Mr. § P Méthﬁr
established several other Companies including the Applicant
Company. On 1% January 1981, Mrs. Madhuri Mathur executed a

Deed of Assignment whereby all the rights, title and interest in the

subject mark ‘s > and the subject Trade Mark

registration theréaf vide Trade Mark No. 263836 in Class 7 together
with the goodwill of the business were assigned in favour of Sumeet
Research and Holdings Private Li;ﬁited — the Applicant herein; The
said assignment was allowed and the Applicant was recorded as the

. [ < th
registered proprietor pursuant to a request filed on TM 24 dated 5

October 1981 and vide Order dated 14" March 1983.

Subsequently, on 5t September 1984, Mrs. and Mr. Mathur also
established Sum:eet Machines Private Limited (later known as Sumeet
Machines Limited) in order to expand and diversify the business of
Sumeet Research and Holdings Private Limited by manufacturing and
seiii;}g iargelé appliances such as washing machines and vacuum
cleaners. Sumeet Machines Private Limited, under the directorship of
Mr. Ajay Mathuf (the elder son of Mrs and Mr. Mathur) started

manufacturing mixer grinders under the ‘SUMEET’ brand without

13
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